12/22/2006 11:14 FAX 16174510313 



WSGL 



RECEIVED 
CENTRAL FAX CEIT 

DEC 2 2 20IH 



REN \ 




121010 



Pending claims 1-6, 27-37, 15-47, 52, 54, and 56-62 have been 



rejected under 35 U.S.C. § 112 
enablement. These rejections aijj 
of the claim amendments and the 
been amended to more explicit]]}* 
regard as the invention. The 
specification and drawings, : ancj 
Reconsideration is requested 



for indef initeness and lack of 
; respectfully traversed in light 
=imarks given below. Claim 1 has 
; specify that which Applicants 
ifttiendments are supported by the 
no new matter has been added. 



The Rejection Under 35 U.S.C. : § : .: 



Claims 1-6, 27-37, 45-47, 1 
allegedly lacking enablement, 
for reasons specified in the Of : 
which states that the claim 
preventing the dye from contacti|i< 
the complex at the surface, 
traversed. 

In the method of claim 1 : 
signal-to-noise ratio (S/N) of \ 
measure of the substance beirig a£ 
by eliminating more of the 



fluorescence in the bulk soluticpr 
the compound containing the 
surface) than of the "surfajce" 
referable to the bound complex) 
from contacting or approaching 
complex is required in order 



because the dye reduces the \ 
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2,' First Paragraph 



; 54, and 56-62 are rejected as 
aim 1 is allegedly not enabled 
ce Action mailed March 8, 2006, 
flails to recite any means for 
or being near the f luorophor in 
{The rejection is respectfully 



a. dye is used to improve the 
ife i fluorescence signal used as a 
ayed. The dye accomplishes this 
^volume fluorescence" (i.e. , 
ilwhich is due to the portion of 
f lu<t)>|icpphor that does not bind to the 
j fluorescence (i.e., fluorescence 
: :^o means of preventing the dye 
:j tluorophor in the surface-bound 
i'it practice the claimed method, 
.ume fluorescence more than it 
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reduces the surface f luoresc.encjs; 



the dye being distributed thtfoug 
that only the small proportion o 
is able to affect surface -fl 
light) , whereas most of tihe 
fluorescence (excited by sca!tte 
This effect is demonstrated! in 
that as dye concentration 
(diamonds) declines to a m&ch 




This is simply the result of 
kftut the solution, with the effect 
ihe dye present near the surface 
:e ; scence (excited by evanescent 

j<fee: is able to affect volume 

,i Ij, 

ft d light entering the solution) . 
HMgure 6a, where it is apparent 
iffeased, the volume fluorescence 

tfeater extent than the surface 

U 



fluorescence (squares). Thus!, tjh=,dye has a relative effect on 
surface fluorescence, not an atysjpluite effect as asserted in the 
rejection. | 

The Office Action mailed M^ust 28, 2006 states that w the 



claims do not set forth how 
possible when a dye is pre'seris 



Office Action at p. 2, fourth 



from the above discussion 



fluorophor bound at the surfaci||; 



§|.i 5 , 
e r&graph. It should be apparent 

jfehe dye does not "quench" the 

sag illustrated in Fig. 6a, the 



thatj; 



dye selectively reduces backgrb ljridi noise (volume fluorescence) 

iqnih 



more than it reduces the sign§[ 
measure the substance being | as 
over the full range of dye concqji 



respectfully request withdrawal j 

i s 

The Rejection Under 35 U.S.Cj §J 



Claims 1-6, 27-37, 45-4*7, i]6 ! 

tfeca I 



allegedly being indefinite 
several aspects. The rejection 
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L^tection of the fluorophor is 

i ; 

tliat quenches the fluorophor." 



1 1;( surface fluorescence) used to 
i. This effect is consistent 
rations tested in Fig, 6. 



Therefore, Applicants beliejHijthat the claims are enabled and 



j. 

fat ;|this rejection. 



Second Paragraph 



•54, and 56-62 are rejected as 
e: claim 1 is allegedly vague in 



k respectfully traversed. 



:! I 
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the substance being assayed, 
fluorophor. While Applicants 
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Claim 1 allegedly f ails j ton ecite the relationship among Rl, 

\ A) the compound containing the 



a€ Ii 



previously clear in the clal-uft 
specification, the relationshipj 

amended claim 1, which recites. jj>|\AMerein said complex is formed by 



covalent or non-covalent intira- 



tons of reaction partner Rl with 

i-ii 



the substance being assayed; ^jr ijj by covalent or non-covalent 

interactions of the compound "CO-j; daining at least one fluorophor 

I • h\ 

with the substance being assaJyed'T' 
the substance being assayed bin 



covalent interactions . Ovejraljj; 
bonded to the surface, that! R3 
assayed, and that the substJanc 



compound containing at least! '.one 
substance being assayed is bound! 



is signaled by fluorescenc 
fluorophor by evanescent lighjii 
components of the surf ace-bound 
1. 

Claim 1 is allegedly u^icle'afirj 
dye in assaying the substancs,: aifldj 
the fluorophor bound to Rl on ; tj$ 
enablement rejection above, 
fluorophor bound to Rl on the 1 sji 
which is evident from claii 
specification, is to increas 
used to measure the substance b 
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leve that the relationship was 

u 

\\ as read in light of the 

li 

^ more explicitly specified in 



jjj Thus, the claim specifies that 
| to each of Rl and the compound 



containing at least one f luoz?<ij|>iior , through covalent or non 



the claim states that Rl is 
bound to the substance being 



:|£eing assayed is bound to the 
frluorophor. In this way, the 



i 



j<3 the surface, and its presence 



qftrived from excitation of the 
The relationship among the 
cp|>mplex is clearly stated by claim 



regarding the function of the 
how the dye is kept away from 
surface. As discussed for the 



\ 

dye is not kept away from the 

ill 



ace. The function of the dye, 
as read in light of the 



jS/N of the fluorescence signal 
ig assayed. In order to further 
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specify the use of the dye in tph 
amended to recite "wherein said 
a concentration sufficient to, 
entering the solution within 
The specification at page 9, 
of dye can be adjusted, 
penetrating light can basically 
surface." Later in the same 
term "basically absorbed" 
cancellation of 70%, pref erdbl^j 
least 90% ." The amended cla^m 
using the dye in a manner wfaic 
fluorescence signal, althoug 
dye was clear as well witho 
the specification. 

Claim 1 allegedly lacks 



measured fluorescence to the 



i ^rrelation step that relates the 

I j 

to iesence of the substance being 



assayed. Although such a corttfj. aflkion was believed to be already 

jn as been amended to more clearly 
ie fluorophor includes "measuring 
Measure of the substance being 
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implicit in the claim, the caai 
state that the step of excit:.ng 
the fluorescence produced ajs 
assayed " . 

Claim 1 is also alleged! _y 
what else is contained in th 
f luorophore" . The specif icaiio: 
a f luorophore , for example f at 
line 20 > From the specif ickti 
can contain a variety of sub^ta; 
such as a chemical moiety cc 
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laimed method, claim 1 has been 
k is present in the solution at 
orb 70% or more of the light 
ahove the top of said surface" . 

4-5 states: "The concentration 
j£ng on the dye, so that the 
absorbed within 1 mm above the 
raph (at p. 9, lines 11-12) the 
explained as "an intensity 
0% and especially preferred at 
Illicitly provides a benchmark for 
mproves the S/N of the surface 
icahts believe this use of the 
s amendment, from a reading of 



iiear because it does not specify 
least one compound containing a 
Inscribes the compound containing 
3}age ^5, line 39 through page 6, 
it is clear that the compound 
3 in addition to the fluorophor, 
llining a binding site for the 
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substance being assayed, a pr^tfe 
protein) , a small molecular wfeijbj 
than can be split off to relea£|| 
intend to limit this aspect ofjj 
the term "at least one compound; 
and definite when read in light';- 

For each of the reasons <i 
that the claims are clear andjj 
rejection is respectfully requ£"s 

Applicants submit that ; a 
allowance and such action is rdb;; 

The Examiner is encouraig 
attorney to discuss any matte*™, 
the present application. 
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(e.g. , antibody or phycobili 
ibqmpound, or a protective group 
f luorophor . Applicants do not 

j claim, and it is believed that 

'j 

gaining a f luorophore" is clear 
[the specification, 
ussed above, Applicants believe 
finite. The withdrawal of the 

If • 

H claims are in condition for 
!g p fully requested. 

tb telephone the undersigned 
(fiat would expedite allowance of 



Respectfully submitted, 



I MANFRED SCHAWALLER ET AL. 



illiday C/\ieine, Ph.D. 
Registration' No . 34,346 
Attorney for Applicant (s) 
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